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DETAILED ACTION 

1 . This Office Action is responsive to the RCE filed on 2/7/05. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for a 
patent. 

3. Claims 1 , 11,21 and 22 are rejected under 35 U.S.C. 1 02(a) as being 
anticipated by Yasuda, "Network Functions for the Application of Multi-rate 
Speech Coding in Digital Cellular Systems", previously cited. 

-Regarding to claims 1,11,21 and 22, see figure 6 and pages 308 and 
309, Yasuda discloses a method and associated system (figure 6B) using a 
tandem free mode for a mobile-to-mobile call from (MSI) to (MS2) (see figures 
5) wherein the method/system comprises: 
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step/means (SETUP, Channel Set (Half rate), 1AM, Paging) (see figure 6B) 
of selecting a first coding mode (Half-rate coding mode) wherein the selection 
is conveyed in signals (SETUP, 1AM, Paging) is sent from (MSI) and conveyed to 
(MS2) ; and 

step/means (Channel SET (Full rate, Hand over Request (Full rate), 
Channel Set (Full rate)) (see figure 6b) of changing said first coding mode to a 
second coding mode (Full rate coding mode) which is compatible with a tandem 
free operation mode (i.e., changing to the second coding mode which is 
available and can be used as a common coding mode in both the MSI and MS2 
for the tandem free coding mode) if said first coding mode is not compatible 
with said tandem free operation mode, and therefore making the MSI and MS2 
incompatible for the tandem free coding mode (i.e., in this case, if said first 
coding mode is not available at the MS2 in order to be selected as the common 
coding mode), wherein note that the tandem free operation mode is occurred 
when CODEC'S (see figure 5) can be by-passed in the mobile-to-mobile call, 
and for the tandem free operation mode, said first coding mode is said to be 
compatible with said tandem free operation mode only if the (MS2, MS2) also 
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has said first code mode available and can use said first coding mode in the 
mobile-to-mobile call) (see page 308)). 

Further regarding to claims 1,11 and 21 , Yasuda discloses step/means 
(Full rate CODEC bypassed connection) of using said tandem free operation 
mode with said second coding mode. 

Further regarding to claim 22, Yasuda discloses means for initiating a 
negotiation for selecting a common coding mode for said tandem free 
operation, with said second coding mode (see third paragraph "Scheme 1 is not 
enough ... by scheme 2) of page 309). 

Claim Rejections - 35 USC § 703 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

5. Claims 2-1 0, 1 2-20 and 23 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Yasuda. 
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-Regarding to claims 2,12, see figure 6 and pages 308 and 309, Yasuda 
discloses a method and associated system (figure 6B) using a tandem free 
mode for a mobile-to-mobile call from (MSI) to (MS2) (see figures 5) wherein 
the method/system comprises: 

step/means (SETUP, Channel Set (Half rate), I AM, Paging) (see figure 6B) 
of selecting a first coding mode (Half-rate coding mode) wherein the selection 
is conveyed in signals (SETUP, 1AM, Paging) is sent from (MSI) and conveyed to 
(MS2) ; 

step/means (Channel SET (Full rate, Hand over Request (Full rate), 
Channel Set (Full rate)) (see figure 6b) of changing said first coding mode to a 
second coding mode (Full rate coding mode) which is compatible with a tandem 
free operation mode (i.e., changing to the second coding mode which is 
available and can be used as a common coding mode in both the MSI and MS2 
for the tandem free coding mode) if said first coding mode is not compatible 
with said tandem free operation mode, and therefore making the MSI and MS2 
incompatible for the tandem free coding mode (i.e., in this case, if said first 
coding mode is not available at the MS2 in order to be selected as the common 
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coding mode), wherein note that the tandem free operation mode is occurred 
when CODEC'S (see figure 5) can be by-passed in the mobile-to-mobile call, 
and for the tandem free operation mode, said first coding mode is said to be 
compatible with said tandem free operation mode only if the (MS2, MS2) also 
has said first code mode available and can use said first coding mode in the 
mobile-to-mobile call) (see page 308)); and 

step/means (Full rate CODEC bypassed connection) (see figure 6b) using 
said tandem free operation mode with said second coding mode. 

Yasuda does not disclose steps/means of when said first coding mode is 
changed to said second coding mode, signaling said second coding mode, for 
each of said mobiles; and selecting a common coding mode for tandem free 
operation based on said signaled coding modes for each of said mobiles. 

However, Yasuda teaches that a MSC is capable of negotiating (see figure 
4) and sending a signaling signal to its respective MS prior to a connection 
setup of a speech communication for the MS to another MS at the other end in 
order to inform the respective MS what kind of coding mode that the respective 
MS would use for the speech communication (see the signaling (Radio channel 
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Set (Full or Half rate radio channel) of figure 4), and the respect MS, then, would 
select a coding mode based on the signaling sent from the MSC (see figure 4 
and page 307). 

Since in Yasuda, both of the MSI (during the signaling of "Channel Set 
(full rate)" in communication with the MSC1) and MS2 (during the signaling of 
"Channel Set (full rate)" in communication with the MSC2) (see figure 6b) should 
need to be informed from their respective MSC the full-rate coding mode, as a 
common coding mode, that the MSI and MS2 would be select for the (Full rate 
CODEC bypassed connection), it would have been obvious for a person skilled 
in the art, within his skills, and upon his design preference or system 
requirement, to implement Yasuda method (figure 6B) in such a way that 
during the signaling of "Channel Set (full rate)" in communication between MSI 
and MSC1 , the MSC1 would send a signaling signal to the MSI to inform the 
MSI that the full-rate coding mode would be the common coding mode for the 
tandem free mode when said first code mode (Half rate coding mode) is be 
changed to said second coding mode (Full rate coding mode) so that the MSI 
then would select the Full rate coding mode; and during the signaling of 
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"Channel Set (full rate)" in communication between MS2 and MSC2, the MSC2 
would send a signaling signal to the MS2 to inform the MS2 that the full-rate 
coding mode would be the common coding mode for the tandem free mode 
when said first code mode (Half rate coding mode) is changed to said second 
coding mode (Full rate coding mode) so that the MS2 then would select the Full 
rate coding mode, as also taught by Yasuda, in order to avoid a coding 
mismatch occurred during the tandem free operation mode. 

-Regarding to claims 3, 1 3, as applied to claim 2, in Yasuda, if said 
signaled coding modes match, said coding modes (full-rate coding modes at 
MSI and MS2) constitute said common coding mode for said tandem free 
operation mode. 

-Regarding to claims 4, 1 4, as applied to claims 2 or 1 2, Yasuda teach 
that if said signaled coding modes do not match, the MSC (MSC1 , MSC2), 
during the signaling "Channel Set (Full rate) (see figure 6b), is capable to select 
a common coding mode for said tandem free operation mode based on lists of 
supported coding modes which can be derived from a list provided from the MS 
(MSI, MS2) (see (SETUP (bcl, bc2), Original Condition Report) of figure 4) being 
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obtained from during a negotiation, for each of said mobiles, wherein at said 
lists of supported coding modes inherently should not include any coding mode 
that is not compatible with said tandem free operation mode. 

-Regarding to claims 5, 1 5, Yasuda discloses that the method/system is 
used for a mobile communication system (see figure 6b). 

-Regarding to claims 6,7,16 and 1 7, adaptive coding modes are 
inherently not compatible for a tandem free operation (note that as being 
inherent, they are also admitted by applicant in the section "the background of 
the Invention " of the specification"). 

-Regarding to claims 8-10, 18-20, in Yasuda, one coding mode that is 
compatible with said tandem free operation mode can inherently be a full rate 
mode or a half rate mode if said mode is supported by both MSI and MS2 (see 
figures 3 and 6a). 

-Regarding to claim 23, Yasuda does not discloses that the system 
(figure 6b) does not comprise means for implementing codec mismatch 
resolution, using a list of supported coding modes, which does not comprise 
any coding mode that is not compatible with said tandem free operation mode. 
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However, Yasuda teach that during a negotiation for a communication set 
up between two remote stations (MS) and (MSC) (see figure 4), the remote 
station (MSC) can use a list of supported coding modes (BC1 , BC2), being 
derived from a list (SETUP(BC1 ,BC2), Originating Condition Report) sent from 
the remote station (MS), and then can select one coding mode (BC1 or BC2) of 
the supported coding modes (see also pages 307 and 308). 

Therefore, during initiating a negotiation for selecting a common coding 
mode for said tandem free operation, for an application, at the time the 
invention was made, it would have been obvious for a person skilled in the art, 
when building or carrying out Yasuda system (figure 6b), within his skills and 
upon his design preference or system requirement, to implement Yasuda 
system in such a way that the MSC1 , for implementing codec mismatch 
resolution, can use a list of supported coding modes being derived from a list 
sent from the MSC2/MS2, and then can select one coding mode of the 
supported coding modes as the second coding mode in order to avoid the 
codec mismatch between the MSI and MS2 during the tandem free coding 
mode. Further, since the list of supported coding modes must inherently 
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comprises coding modes compatible with said tandem free in order to be 
selected, it would have been obvious for the person skilled in the art, within his 
skills, can derive from the list sent from the MSC2/MS2 the list of supported 
coding modes which does not comprise any coding mode that is not compatible 
with said tandem free operation mode. 

Response to Arguments 
6. Applicant's arguments with respect to claims 2-10, 1 2-20 and 23 have 
been considered but are moot in view of the new ground(s) of rejection. 

Applicant's arguments with respect to claims 1 , 11,21 and 22 have been 
considered but are not persuasive. 

The applicant mainly argues that (i) with respect to claim 1 , Yasuda does 
not disclose discloses the limitation "if said first coding mode is not compatible 
with said tandem free operation mode, change said first coding mode to a 
second coding mode which is compatible with said tandem free operation 
mode"; (ii) Yasuda does not disclose discloses the limitation "means for, if said 
first coding mode is not compatible with a tandem free operation, changing 
said first coding mode to a second mode which is compatible with said tandem 
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free operation mode"; and (iii) Yasuda does not disclose discloses the limitation 
"means for initiating a negotiation for selecting a common mode for said 
tandem free operation with said second coding mode". 

Note that the rejection is based on the limitation given and the claim; and 
the rejection is written above in more detail in order to clarify reasons for the 
rejection. 

Regarding to parts (i) and (ii), the examiner respectfully disagrees. As set 
forth above in this Office Action, Yasuda discloses step/means (Channel SET 
(Full rate, Hand over Request (Full rate), Channel Set (Full rate)) (see figure 6b) 
of changing said first coding mode to a second coding mode (Full rate coding 
mode) which is compatible with a tandem free operation mode (i.e., changing to 
the second coding mode which is available and can be used as a common 
coding mode in both the MSI and MS2 for the tandem free coding mode) if 
said first coding mode is not compatible with said tandem free operation mode, 
and therefore making the MSI and MS2 incompatible for the tandem free 
coding mode (i.e., in this case, if said first coding mode is not available at the 
MS2 in order to be selected as the common coding mode), wherein note that 
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the tandem free operation mode is occurred when CODEC'S (see figure 5) can 
be by-passed in the mobile-to-mobile call, and for the tandem free operation 
mode, said first coding mode is said to be compatible with said tandem free 
operation mode only if the (MS2, MS2) also has said first code mode available 
and can use said first coding mode in the mobile-to-mobile call) (see page 
308)). Further claim 1 or claims 21 and 22, do not recite other information to 
make the limitation "if said first coding mode is not compatible with said 
tandem free operation mode, change said first coding mode to a second coding 
mode which is compatible with said tandem free operation mode", or the 
limitation "means for if said first coding mode is not compatible with said 
tandem free operation mode, change said first coding mode to a second coding 
mode which is compatible with said tandem free operation mode", 
distinguishable from Yasuda step/means (Channel SET (Full rate, Hand over 
Request (Full rate), Channel Set (Full rate)). 

Regarding to part (iii), the examiner also disagrees. As set forth above in 
this Office Action, Yasuda discloses means for initiating a negotiation for 
selecting a common coding mode for said tandem free operation, with said 
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second coding mode (see third paragraph "Scheme 1 is not enough ... by 
scheme 2) of page 309). Further claim 22 does not recite other information to 
make the limitation "means for initiating a negotiation for selecting a common 
coding mode for said tandem free operation, with said second coding mode" 
distinguishable from Yasuda means for initiating a negotiation as mentioned 
above. 

Based on the above rationale, it is believed that the limitations of claims 
are still met and therefore, the rejections are still maintained. 

Conclusion 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Sanh D Phu whose telephone number 
is (703)305-8635. The examiner can normally be reached on 8:00-1 6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Vivian Chin can be reached on 703-301-6739. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-21 7- 
9197 (toll-free). 
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